
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


| ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/053,377 


01/23/2002 


Masayuki Azuma 


740107-139 


2899 



22204 7590 12/23/2003 

NIXON PEABODY, LLP 
401 9TH STREET, NW 
SUITE 900 

WASINGTON, DC 20004-2128 



EXAMINER 



ELEY, TIMOTHY V 



ART UNIT 



PAPER NUMBER 



3724 

DATE MAILED: 12/23/2003 



3 



Please find below and/or attached an Office communication concerning this application or proceeding. 

* 



ft 



PTO-90C (Rev. 10/03) 



- -4* 

• J Office Action Summary 


Application No. 

10/053,377 


Applicant(s) 

AZUMA ET AL. 


Pvaminor 

Timothy V Eley 


Art Unit 

3724 





-- The MAILING DA TE of this communication appears on the cover sh t with the correspondenc address ~ 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 704(b). 

Status 

1)D Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) JM5 is/are pending in the application. 

4a) Of the above claim(s) 5 and 6 is/are withdrawn from consideration. 

5) M Claim(s) 1^4 is/are allowed. 

6) D Claim(s) is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 1 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)D All b)D Some*c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) Paper No(s). 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) [Zl Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) d Other: 
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DETAILED ACTION 
Reissue Applications 

1. This application is objected to under 37 CFR 1.172(a) as the 
assignee (Kulicke & Soffa Investment has not established its ownership 
interest in the patent for which reissue is being requested. An 
assignee must establish its ownership interest in order to support the 
consent to a reissue application required by 37 CFR 1.172(a). The 
assignee's ownership interest is established by: 

(a) filing in the reissue application evidence of a chain of 
title from the original owner to the assignee, or 

(b) specifying in the record of the reissue application where 
such evidence is recorded in the Office (e.g., reel and frame number, 
etc. ) . 

The submission with respect to (a) and (b) to establish ownership 
must be signed by a party authorized to act on behalf of the assignee. 
See MPEP § 1410.01. 

A 3.73(b) certificate for Kulicke & Soffa Investments must be 
submitted in reply to this Office action. 

2. The original patent, or a statement as to loss or inaccessibility 
of the original patent, must be received before this reissue 
application can be allowed. See 37 CFR 1.178. 

El ec ti on/Res tri ctions 

3. Restriction to one of the following inventions is required under 
35 U.S.C. 121: 
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I. Claims 1-4, drawn to a method of aligning cutting lines of 
a workpiece, classified in class 125, subclass 1. 

II. Claims 5 and 6, drawn to a dicing machine and an alignment 
apparatus for aligning cutting lines of a workpiece, 
classified in class 125, subclass 12. 

The inventions are distinct, each from the other because of the 
following reasons: 

4. Inventions I and II are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: 
(1) the process as claimed can be practiced by another materially 
different apparatus or by hand, or (2) the apparatus as claimed can be 
used to practice another and materially different process. (MPEP § 
806.05(e)). In this case the apparatus as claimed can be used to 
practice another and materially different process such as cutting a 
workpiece with only one blade which does not require aligning cutting 
lines . 

5. Since this is a reissue application, the original patent claims 
1-4 will be held to be constructively elected. Thus, the examiner 
will withdraw newly added claims 5 and 6 from consideration, and treat 
original patent claims 1-4 on the merits. See MPEP 1450. 

Allowable Subject Matter 

6. Claims 1-4 are allowed. 

7. The following is a statement of reasons for the indication of 
allowable subject matter: 
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a. The claims are allowed because the prior art does not teach 
or suggest, registering references patterns at at least one point 
of low magnification and one point of high magnification on a 
workpiece located at a preset position and moving either one of 
two imaging means to a position so as to produce an image of a 
pattern at one point at the outer circumference of the workpiece 
and aligning the workpiece such that the image of the pattern at 
the point at the outer circumference can match with at least one 
reference pattern. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Timothy V Eley 
whose telephone number is 703-308-1824. The examiner can normally be 
reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Allan N Shoap can be reached on 703-308- 
1082. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-308-1148. 
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